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Textual, Constitutional, Statutory, and Jurisprudential 
Analysis of Patentable Subject Mattery j

Patent Act of 1793Patent Act of 1793

That when any person shall y p
allege that he or they have 
invented any new and useful 

hi fart, machine, manufacture or 
composition of matter, or any 
new and useful improvementnew and useful improvement 
may be granted [a patent] 
therefor



Le Roy v. Tatham, 55 U.S. (14 How.) 156, 174-75 (1853)
A i i l i h b i f d l hA principle, in the abstract, is a fundamental truth; an 
original cause; a motive; these cannot be patented, as no one 
can claim in either of them an exclusive right. Nor can an g
exclusive right exist to a new power, should one be 
discovered in addition to those already known. Through the 
agency of machinery a new steam power may be said to haveagency of machinery a new steam power may be said to have 
been generated. But no one can appropriate this power 
exclusively to himself, under the patent laws. The same may 
b id f l t i it d f th i tbe said of electricity, and of any other power in nature, 
which is alike open to all, and may be applied to useful 
purposes by the use of machinery.p p y y

In all such cases, the processes used to extract, modify, and 
concentrate natural agencies, constitute the invention. The g
elements of the power exist; the invention is not in 
discovering them, but in applying them to useful objects.  .  .  .



T l h
O’Reilly v. Morse, 56 U.S. (15 How.) 62 (1854)

Telegraph

Ei h h I d li i lf h ifi

Samuel F.B. Morse

Eighth.  I do not propose to limit myself to the specific 
machinery, or parts of machinery, described in the foregoing 
specifications and claims; the essence of my invention being p ; y g
the use of the motive power of the electric of galvanic current, 
which I call electro-magnetism, however developed, for 
making or printing intelligible characters letters or signs atmaking or printing intelligible characters, letters, or signs, at 
any distances . . .                                                      1840 Patent



O'Reilly v. Morse, 56 U.S. (15 How.) 62, 113 (1854)

If this claim can be maintained, it matters not by what process 
or machinery the result is accomplished. For aught that we now 
know, some future inventor, in the onward march of science, may , , , y
discover a mode of writing or printing at a distance by means of 
the electric or galvanic current, without using any part of the 
process or combination set forth in the plaintiff’s specification. *process or combination set forth in the plaintiff s specification.   
* *

[W]hile he shuts the door against inventions of other persons, 
th t t ld b bl t il hi lf f di i ithe patentee would be able to avail himself of new discoveries in 
the properties and powers of electro-magnetism which scientific 
men might bring to light. For he says he does not confine his claim 
to the machinery or parts of machinery, which he specifies * * * 
[H]e claims an exclusive right to use a manner and process which 
he has not described and indeed had not invented, and therefore 
could not describe when he obtained his patent. The court is of 
opinion that the claim is too broad, and not warranted by law.



Funk Brothers Seed Co. v. Kalo Inoculant Co., 333 U.S. 127 (1948)

“A i l f l i l i i“An inoculant for leguminous plants comprising a 
plurality of selected mutually non-inhibitive strains of 
different species of bacteria of the genus Rhizobium, said p g ,
strains being unaffected by each other in respect to their 
ability to fix nitrogen in the leguminous plant for which 
they are selected ”they are selected.

Justice William 
O D lO. Douglas



Funk Brothers Seed Co. v. Kalo Inoculant Co., 333 U.S. 127 (1948)

[Th t t ] d t t i hibiti i hibiti i th b t i[The patentee] does not create inhibition or non-inhibition in the bacteria.  
Their qualities are the work of nature.  For patents cannot issue for the 
discovery of phenomena of nature.  The qualities of these bacteria, like the 
heat of the sun electricity or the quality of metals are part of the storehouseheat of the sun, electricity, or the quality of metals, are part of the storehouse 
of knowledge of all men.  They are manifestations of laws of nature, free to all 
men and reserved exclusively to none.  He who discovers a hitherto unknown 
phenomenon of nature has no claim to monopoly of it which the lawphenomenon of nature has no claim to monopoly of it which the law 
recognizes.  If there is to be invention from such a discovery, it must come 
from the application of the law of nature to a new and useful end.

Discovery of the fact that certain strains of each species of these bacteria canDiscovery of the fact that certain strains of each species of these bacteria can 
be mixed without harmful effect to the properties of either is a discovery of 
their qualities of non-inhibition.  It is no more than the discovery of some of 
the handiwork of nature and hence is not patentable The aggregation ofthe handiwork of nature and hence is not patentable.  The aggregation of 
select strains of the several species into one product is an application of that 
newly-discovered natural principle.  But however ingenious the discovery of 
that natural principle may have been, the application of it is hardly more p p y , pp y
than an advance in the packaging of the inoculants.

Inventive application requirement



Concurring

The patent is invalid not for unpatentable
subject matter but rather for want of a clear, 
concise description of how the combinationsconcise description of how the combinations 
were made or used. 

Justice Frankfurter“It only confuses the issue . . . to introduce 
such terms as ‘the work of nature’ and the ‘laws of nature.’ For 
these are vague and malleable terms infected with too much g
ambiguity and equivocation. Everything that happens may be 
deemed ‘the work of nature,’ and any patentable composite 
exemplifies in its properties ‘the laws of nature ’Argumentsexemplifies in its properties the laws of nature.  Arguments 
drawn from such terms for ascertaining patentability could 
fairly be employed to challenge almost every patent.”







Parker v. Flook, 437 U.S. 584 (1978)

[In O’Reilly v. Morse], [i]n reviewing earlier cases applying 
the rule that a scientific principle cannot be patented, the 
Court placed particular emphasis on 
the English case of Neilson v. Harford, 
Web. Pat. Cases 295, 371 (1844),Web. Pat. Cases 295, 371 (1844), 
which involved the circulation of
heated air in a furnace system to 
increase its efficiency

“R d t’ i t t bl d § 101 t b it

increase its efficiency.

“Respondent’s process is unpatentable under § 101, not because it 
contains a mathematical algorithm as one component, but because once 
that     algorithm is assumed to be within the prior art, the 
application considered as a whole contains no patentable invention ”application, considered as a whole, contains no patentable invention.  



Parker v. Flook, 437 U.S. 584 (1978)

“Respondent’s process is unpatentable under § 101, not because it 
contains a mathematical algorithm as one component, but because once 
that algorithm is assumed to be within the prior art the

Effectively overruled by Diamond v. Diehr (1980)
that     algorithm is assumed to be within the prior art, the 
application, considered as a whole, contains no patentable invention.” 

“claims must be considered as a whole”

v.

“Respondent’s process is unpatentable under § 101, not because it 
contains a        law of nature as one component, but because once p ,
that law of nature is assumed to be within the prior art, the application, 
considered as a whole, contains no patentable invention.” 

Fl k i b k• Flook is back
• but Diehr is not dead

Mayo v. Prometheus Labs, 132 U.S. 1289 (2012)



Parker v. Flook, 437 U.S. 584 (1978)

“Respondent’s process is unpatentable under § 101, not because it 
contains a mathematical algorithm as one component, but because once 
that algorithm is assumed to be within the prior art thethat     algorithm is assumed to be within the prior art, the 
application, considered as a whole, contains no patentable invention.” 

v.

“Respondent’s process is unpatentable under § 101, not because it 
contains a        law of nature as one component, but because once p ,
that law of nature is assumed to be within the prior art, the application, 
considered as a whole, contains no patentable invention.” 

Fl k i b k• Flook is back
• but Diehr is not dead

Mayo v. Prometheus Labs, 132 U.S. 1289 (2012)



Law of Nature Limitation

• misunderstanding of Neilson v Harford (1841)

“inventive” application of the law of nature

• it did not require “inventive”
application of laws of nature

 misunderstanding of Neilson v. Harford (1841)

application of laws of nature

h l i i d k bl d t i i ll i• such a rule is unwise and unworkable doctrine, especially in
the context of modern biological and algorithmic science
• not applied in the UK not applied in the UK

See Jeffrey A. Lefstin, Inventive Application: A History, Fla. L. Rev. (forthcoming 2014)



Textual, Constitutional, Statutory, 
and Jurisprudential Analysisand Jurisprudential Analysis

“Common Law”: Patentable Subject Matter Limitations
• Laws of Nature
• Physical Phenomena
• Abstract Concepts Reall a § 112 concern O’R ill M

But applications are patentable
Ditto

Business Methods
• Founders’ antipathy toward monopoly

• Abstract Concepts Really a § 112 concern – O’Reilly v. Morse

• “useful Arts” limitation
• long-standing business method “exception”

• Founders  antipathy toward monopoly

Computer Software

• Bilski: superficial textualism

p
• 1790 Act               present: “machines” patentable

• software provides the gears of virtual machines



Legal Realist Perspective
Bioscience

• “inventive application” is amorphous
• Myriad does not appear to apply it

Business Methods

• Myriad does not appear to apply it 

• effectively abolished
• PTO practice
• CLS Bank argument

Computer Software
• mired in amorphous doctrines of “inventive” application,

g

 mired in amorphous doctrines of inventive  application,
failure to recognize the critical role of algorithms, and
“abstract concepts”   

• timid legislative efforts aimed at symptoms rather causes• timid legislative efforts aimed at symptoms rather causes
of software patent pathologies – troll litigation, litigation
threats, etc.



Legal Realist Perspective
J “[i] i l i h bJust as“[i]t is revolting to have no better 
reason for a rule of law than that so it was laid 
down in the time of Henry IV” and “still more y
revolting if the grounds upon which it was laid 
down have vanished long since, and the rule 
simply persists from blind imitation of thesimply persists from blind imitation of the 
past,” Oliver Wendell Holmes, Jr., The Path of 
the Law, 10 Harv. L. Rev. 457, 469 (1897)

“it may be worse to perpetuate doctrines 
grounded in misapprehended, inchoate,grounded in misapprehended, inchoate, 
religion-tinged views of science held in the 
time of George III.”  Menell & Lefstin, 
CLS Bank Amicus Brief 17 (2014)CLS Bank Amicus Brief 17 (2014)




